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A Form of

. A Word: Z;a: be
What is a trade mark? owner
A trade mark is essentially a way of M@E@ In the |
identifying goods or services; differentiating as trad
between the goods and services of one trader includi
and another. It is something which is unique )
to a business and is, in effect, a sign or A Jingle: A Personal ® escs
symbol that allows for instant recognition. N . ’ ® aspi
ame: A ® lino
Trade marks can take a variety of forms
including, for example, a word or words, These 1
slogans, logos, company names, trading and ca
names, domain names, jingles, colours, compa
shapes, letters, numbers, forms of packaging Lett order t
or personal names. etters: .
_ A Number: manuf
Trade marks can be different or the same as \ i In cont
trading names or corporate/ business names. BT -1?' have b
For many businesses the business name is one % usage |
of, or possibly the only, trade mark. WENL recogn
which .
technic
owners
misuse
compe
) , , concer
Why register a trade mark? What is the position regarding Itis not compulsory to use either ® or ™ but it devalu
A trade mark registratign gives you a stlatutory unregistered marks? ilbeSt p_racltlcehto Iﬁentlfy“ your tra(ie marl;s. f
nationwide monopoly in your mark which can It is also possible to acquire rights in \ternative y,btl e phrase "X Is a trade mark o Examg
last forever subject to renewal every 10 years. unregistered marks. The UK recognises common acceptable. comm
i i i ' . ‘ ‘ by the
o oo e s IO ST U S sy s g e, e
established even before it is used — a valuable can be taken against passing off if somebody is ”(‘jar, S ;nlrrorlT,\anAwglnt;atmes an ylce-%/ersiz. € HOC
advantage for a new product or service. misrepresenting their goods or services as the 3\/;;5 pr:rrr?wissible lsregiastecrotmhé)i?ndlisrnsaiﬁunalrnes PER
A registered trade mark is an asset which can goods or services of someone else. as trade marks as soon as possible. It is also POT
be sold or licensed like any other property. As The main difference between the action that useful to reggstetr their tratde [)narks aitdorr;am POR
such it adds value to a business. It is likely that can be taken to protect a registered trade mark nairtw.es l?hor eff (t) prevent cybersquatters from ROL
any purchaser of a business would want the and one that is not registered is that for getling there Trst. VAS
reassurance that all of the trade marks of the unregistered trade marks the complainant has
business were registered. to prove that their mark has an established How can trade marks be THE
. ‘ . trading goodwill. The onus of proof for this falls protected? FRIS
Trading Standards Officers will be able to take to the complainant, whereas with a registered
immediate action against counterfeiters where trade mark mere proof of ownership is all that Watching for misuse Examp
proof of ownership of the trade mark in is needed without the need to prove goodwill. Trade marks are guarantees of the quality of the newsp
qugs‘uon'has already been established by virtue goods or services being provided and are an
of its registration. How should trade marks be used important asset. As such they need to be Incorre
Having a registered trade mark enables action to correctly? protected. tot)ez)b
be taken under trade mark law. Under trade Trade marks are adjectives which should be Every company should ensure that it maintains away);
mark law the most common principal test of followed by a noun - e.g. KLEENEX tissues. a list of its current trade mark registrations and from tf
whether infringement has occurred is whether, Trade marks are not nouns and should not be applications, with a note of the goods or
due to the similarities in the marks and allowed to develop into nouns as this will make services covered Correc
goods/services, there is a likelihood of confusion. them generic terms thereby precluding them ’ “The b
. . from protection as registered trade marks. It is best practice to appoint a named individual was cal
How long does a registration Asin th i o it df or department to maintain the lists. To protect sungla
last? trzuljr:e tmzrpli;etcoe blggcaeﬁ?gigez gjlr;g?e?el Oorr trade mark rights it is advisable to keep a ROLEX
Unlike some other forms of intellectual property  sed with initial capigls orin quotpes Diyfferent constant eye on newspaper articles, periodicals, on in-Ii
i i ini . T trade literature and advertising.
a trade mark registration can remain in force typeface might also serve to distinguish them 9 .
forever.lehe it dutrat|on li (1)0 yearsb from the rest of the text. If it is thought that any of your trade marks are seeki
renewable on request every 10 years, by tist .
payment Qf the appropriate reneyval fees. As they are not nouns, they should not be be|Qg |rTI1<properIy L(fed lby athers, action nejds (F)):er:ir:r
However, if the mark registered is not used for pluralised; nor should they be used in the tobeta 62 Imrge |ateky to ensure mlzuszl oes oermiss
5 years, anyone can apply to have it removed possessive form unless they themselves are in nothrecur_ trad efrfnar attorney cag 1Ande AN eir tre
from the Register which is maintained by the the possessive form — e.g. LEVI'S jeans or such action and offer appropriate advice. the trac
ITr?dIT ’\farlrSPReglsifybifd'V'S'on of the McDONALD'S restaurants. Forms of trade mark misuse in the o
n roper ice.
eleciuaToperty < . . Sometimes marketing techniques can be so request
It a trade mark has not been registered, it is a successful that the trade mark becomes so well stoppec
criminal offence fo use "R" in a circle - ®. ™ known that in effect it becomes the actual seeking

indicates a trade mark irrespective of whether it
has been registered or not.

name of the product. When this happens, the
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The purpose of this Guide Find a trade mark attorney
The purpose of this guide is to explain how trade Most members of ITMA are happy to offer a
marks should be used correctly and what action FREE initial consultation of about half an
needs to be taken to ensure they are not abused or hour to prospective new clients without any
misused. obligation or commitment. To find a trade
mark attorney near you, use the search
It is produced by ITMA - the Institute of Trade Mark facility on the front page of the ITMA
Attorneys — the UK body dedicated to the website: www.itma.org.uk where you can
promotion and protection of trade marks, which find a local trade mark expert by County,
was established in 1934 and now has over 1,500 City or postcode, or by name.

members throughout the world.

The guide contains some examples of trade marks
and how they should be represented. It also
includes some instances of trade mark misuse, not
only by the general public but also by the media,
and suggests ways in which such misuse can be
reduced or even avoided.

The guide is aimed not just at the trade mark
owner but also at anyone who refers to trade I I
marks in day to day working. This applies to MA
journalists, marketing and advertising executives
and anyone who refers to trade marks in any way. The Institute of
Trade Mark
Attorneys

To begin, it is worth going back to basics and
explaining just what a trade mark is, why they are 5th Floor
. . . . Outer Temple
registered in the first place and what the position is
. . . 222-225 Strand
regarding unregistered trade marks. The Institute’s

London
leaflet Trade Marks — an Introduction gives a fuller WC2R 1BA
account of the registration process as well as more
general information about trade marks. Tel: 020 7101 6090

Fax: 020 7101 6099
E-mail: tm@itma.org.uk
www.itma.org.uk
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